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Legal Disclaimer

• The information contained herein are my personal 
compilation of instructional materials and do not 
necessarily reflect or include information or instructions 
used by my employer.

• This Primer on Patent Law Fundamentals is not legal 
guidance and should not be relied upon for any of your 
intellectual property decisions or actions – I recommend 
that you seek the advice of competent legal counsel for 
any specific intellectual property legal issues you may 
have.
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How to Read a U.S. Patent Publication

• Information page
– Title, Abstract, Representative drawing

• Drawings
• Specification

– Cross-reference to related applications, 
Field, Background, Summary, Brief 
description of drawings, Detailed 
description

• Claims
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How to Read a U.S. Patent Publication
Information Page

• Patent or application 
and number

• INID codes
– Internationally agreed 

numbers for ID of 
bibliographic data

• Date of issue or grant
• Title of invention
• Inventors
• Assignee

– Patent owner
• Notices: E.g. disclaimers
• Appln. serial number
• Filing date

• Enforcement period
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How to Read a U.S. Patent Publication
Information Page

• Related applications
– Priority purposes

• U.S. and international search 
classifications
– Class/subclass
– Technical subject matter area

• Field of search during exam
• References cited during exam

– U.S. and foreign patent 
documents

– Other publications
• Examiner(s), attorney(s)
• Abstract

– Summary of 150 words or less
– Nature and gist of invention

• No. of claims and drawings
• One figure of drawings
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How to Read a U.S. Patent Publication
Drawings

• 35 U.S.C. 113 – requires that 
drawings of the invention be 
submitted “where necessary for the 
understanding of the subject 
matter sought to be patented.”

• Almost always necessary in the 
mechanical and electrical arts.

• May not be necessary in the 
chemical arts.
– Composition of matter.
– Typically required for process 

patents 
• Graphs included as drawings.

– Support data as tables in detailed 
description

• Prior art must be labeled as such.
• Formal versus informal.
• Numbering as opposed to text.
• More is better.
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How to Read a U.S. Patent Publication
Specification

• 35 U.S.C. 112 – 1st paragraph : “The 
specification shall contain a written description of 
the invention, and of the manner and process of 
making and using it, in such full, clear, concise, 
and exact terms as to enable any person skilled 
in the art to which it pertains, or with which it is 
most nearly connected, to make and use the 
same, and shall set forth the best mode
contemplated by the inventor of carrying out his 
invention.”

• 3 requirements:
– written description
– enablement 
– best mode
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How to Read a U.S. Patent Publication
Specification

• Written description requirement
– The invention must be described so that those skilled 

in the art will know that the inventor was in possession 
of the invention at the time the application was filed.

• The disclosure must support all the claims.
– To ensure that the scope of any new or amended 

claims was sufficiently described in the original spec. 
so that the filing date is truly the date of  the invention 
covered by the claims.

• Whether one skilled in the art could reasonably have 
found the later claimed invention in as-filed specification.

• Prohibition against adding new subject matter to the 
spec. to support later added/amended claims.

– Judged as of application filing date.
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How to Read a U.S. Patent Publication
Specification

• Enablement requirement
– Specification must be in such full, clear and 

concise terms as to enable any person skilled 
in the art to make and use the invention.

– Must apprise one of ordinary skill in the art 
how to make and how to use the invention 
without undue experimentation.

– Not fatal if some experimentation is needed.
– Judged as of application filing date.
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How to Read a U.S. Patent Publication
Specification

• Best mode requirement
– A description of the best embodiment of the invention 

known to the inventors.
• Need not be indicated as “best” embodiment in the 

application.
– Inventor’s preferred way to make and use the 

invention.
– Cannot conceal from public preferred embodiments of 

the invention. 
• Prior to America Invents Act, grounds to invalidate a patent.

– Duty to update when filing related applications with 
new subject matter.

– Judged as of application filing date.
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How to Read a U.S. Patent Publication
Specification

• Title 
– Should be general.
– Not like a technical paper 

title.
• Cross-reference to related 

applications
– To claim priority to earlier 

filed applications
– Provisional, non-provisional, 

foreign application
• Field

– Technical field to which 
invention pertains.

– 1-2 sentences only
– PTO uses to route 

application to right examining 
group.
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How to Read a U.S. Patent Publication
Specification

• Background 
– Discussion of state of closest 

art
– May include references to 

patents
– Set forth problems involved 

with prior art which are 
solved by invention. Problem-
solution approach for Europe.

– Characterizations in 
background are binding 
admissions (even if wrong)

– Shorter is better
• Summary 

– Brief summary of invention 
indicating its nature and 
substance

– Directed to claimed invention
– Recite independent claim(s)
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How to Read a U.S. Patent Publication
Specification

• Brief description of the 
drawings
– Brief description of each 

figure.
• Detailed description

– Solution to problem in prior art
– Satisfy written description, 

enablement and best mode 
requirements

– Description of the forms or 
embodiments of the invention.

– When drawings, a description 
of each with reference to parts 
of drawing by numbering.

– Disclose ranges of variables
– Data tables
– Units in SI units.
– More is better.



2019 Copyright 84

How to Read a U.S. Patent Publication
Specification

• Examples
– Experimental data
– Actual (past tense) or 

prophetic (present 
tense).

– Comparative 
examples useful.

– Test methods used 
(ASTM).

– In many countries, 
claims will be limited to 
examples.

– More is better.
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How to Read a U.S. Patent Publication
Claims

• 35 USC 112, 2nd para.
– The specification shall 

conclude with one or more 
claims particularly pointing out 
and distinctly claiming the 
subject which the applicant 
regards as his invention.

• Define the scope of protection 
afforded by the patent grant.
– Accurate and unambiguous
– Allows others to avoid 

infringement
• Consecutively numbered.
• Independent and dependent 

format
• “The name of the game is the 

claim.”
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Patent Claims
• Claims start on a separate page of the patent application beginning 

with:
– “I (or we) claim.” or “What is claimed is:” 

• One sentence rule per claim.  
• Claim: What is the Best Unique Description of the Invention?

– “Unique or novel”:  no single prior reference (including our own) 
includes (anywhere in the reference) every characteristic in the 
new application claim

– Best: recites only enough characteristics to be novel.
• Independent claim – 35 USC 112 (c) (previously 3rd para.)

– Does not refer to another claim (long form)
– Stands alone

• 1.   The polymer composition comprising A, B, C and D.
• Dependent claim – 35 USC 112 (c)(d)(e) (previously 3rd-5th para.)

– Refers to previous claims (short form)
– Incorporates by reference all the limitations of the claim to which 

it refers
– Specifies further limitations

• 2.   The polymer composition of claim 1, further including E.
• 2.   The polymer composition comprising A, B, C, D and E.2019 Copyright
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Patent Claims
• Type of claims based on subject matter:

– Machine or apparatus claims
• An automated extrusion machine . . .

– Manufacture or article claims
• A writing device . . .
• A reactor . . .

– Process or method claims
• Method of making

– A method of making pizza . . .
• Method of using

– A method of using a polyethylene plastic film to stop 
basement water infiltration  . . .

– Composition of matter claims
• A pharmaceutical compound . . .
• Catalysts, resins . . .2019 Copyright
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Patent Claims
• 3 Parts of Claims:

1. Preamble
2. Transition phrase
3. Body

• Example
1. A regenerable sulfur oxides trap catalyst composition for 

trapping SOx from a combustion source comprising a 
metal (M) oxide, wherein M is selected from Cu, Fe, Mn, 
Ag, Co, Ce, Zr and combinations thereof.
• Preamble – “A regenerable sulfur oxides trap catalyst 

composition for trapping SOx from a combustion 
source” 

• Transition phrase – “comprising”
• Body – “a metal (M) oxide, wherein M is selected from 

Cu, Fe, Mn, Ag, Co, Ce, Zr and combinations thereof.”
2019 Copyright
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Patent Claims - Preamble
• Introduces and identifies the invention

– “A cheeseburger …”
– “An edible food product …”

• May also state a purpose or use, but not advantageous.
– “A cheeseburger for low fat consumption …”
– “An edible food product for consumption …”

• Not limiting where a patentee defines a structurally 
complete invention in the body of the claim and uses the 
preamble only to state a purpose or intended use.

• May limit the invention if it recites essential structure or 
steps or if it is “necessary to give life, meaning and 
vitality to the claim.”

• Try to avoid unnecessary language in preamble as it 
may not assist in achieving patentability and may limit 
claim scope in litigation. 

2019 Copyright
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Patent Claims – Transition Phrase
• Introduces elements and limitations that make up the 

invention
– “An edible food product comprising …”

• “Comprising” – open ended - leaves claim open for 
unspecified elements, steps or ingredients in any amount.
– Other open ended phrases: “comprising the steps of”, 

“including”, “containing”, “characterized by”
• “Consisting of” – closed ended - closes the claim to the 

inclusion of elements, steps, or ingredients other than 
those recited.  Excludes any element not specified (except 
for impurities).

• “Consisting essentially of” – closed ended - claim is open 
for the inclusion of unspecified elements, steps or 
ingredients which do not materially affect the basic and 
novel characteristics of the invention.

• “Comprising” preferred to “consisting essentially of” which 
is preferred to “consisting of” because more difficult to 
design around the claim scope.  2019 Copyright
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Patent Claims – Body
• Recites the elements and limitations of the 

invention
• But must provide an interrelationship between 

elements
• Must also provide antecedent basis for elements
• Must be clear and unambiguous

– Example: “... crystallizing the [PET] granulate ...  at a 
temperature of 220° to 260°C under an inert gas 
atmosphere.”

– Question: Does the temperature limitation refer to 
temperature of heating medium or to  temperature of 
granulate?

– Eastman Kodak v. Goodyear

2019 Copyright
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Patent Claims – Scope
Broad vs. Narrow Claims
• Example: Which Claim is Broadest?  Narrowest?

1. A composition comprising oil, water, and a surfactant.
2. A composition consisting essentially of oil, water, and a 

surfactant.
3. A composition consisting of oil, water, and a surfactant.

• Competitor who produces a composition with oil, water, a 
surfactant and a dispersant (in any amount) may likely 
infringe claim 1.

• Same competitor may not infringe claim 2 if the dispersant 
functions as something that materially affects the 
composition. 

• Same competitor would likely not infringe claim 3 if the 
dispersant is something more than an impurity present in the 
composition even if it does not materially affect the 
composition. 2019 Copyright
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Patent Claims – Scope
Broad vs. Narrow Claims
• No Unnecessary Limitations

– Example:  Which Claim is Broader?
1. A composition comprising oil, water, and a 

surfactant.
2. A composition comprising oil and water.

• Claims Need Not Read Like Recipes or 
Instructions

• Use Only those Limitations Necessary to 
Distinguish from the Prior Art.

2019 Copyright



94

Patent Claims – Scope
• Consider the Reason for Limitations

– Example: Which Claim is Broader?
1. A composition comprising oil, water, and 5-10 wt. % 

of a surfactant.
2. A composition comprising oil, water, and an amount 

of surfactant sufficient to disperse the oil in the water.
• Functional limitations – describing what something does

as opposed to what it is.
• Functional limitations are often desirable, especially 

when both functional and numerical limitations are 
claimed (in parallel).  In the Example above, a good 
strategy would be to include both claims.

• Be sure to suggest functional limitations; the attorney 
may not know a functional alternative is available. 

2019 Copyright
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Patent Claims – Scope
• Avoid the Need to Amend Claims, If Possible

– Q: Which Claim is Broader?
1. A composition comprising oil, water, and 5-10 wt. % of a 

surfactant. (as-filed in application)
2. A composition comprising oil, water, and 5-10 wt. % of a 

surfactant. (amended to such during prosecution)
• Whichever claim has not been amended.

– Amendments are very often necessary to avoid prior art, 
but a quirk of patent law is that unamended claims are 
effectively broader than identical claims that have been 
amended. (This is one reason why the attorney may 
write 50 or 100 claims.)

– The best way to avoid amendments is to know the prior 
art (patentability search) and draft claims around it when 
preparing the application. 

2019 Copyright
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Patent Application Preparation
Steps In Process

1. Invention rated for filing by business
2. Patentability search of invention 

disclosure
3. Review search results
4. Prepare first draft application
5. Review of draft application
6. Continue drafts and review to finalize
7. File application

2019 Copyright
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Patent Application Preparation
Inventor Assistance

• Volunteer helpful information
– Collaborative process between inventor(s) and attorney

• Understand the prior art
– Review patentability search results
– Help attorney understand the prior art and distinctions relative to 

the invention
– Disclose other relevant references to attorney

• Provide Data
– Electronic format, SI units
– Source data for any figures
– Don’t suppress “negative” or “bad” data

• Critically Read the Application
– As a competitor: How could you argue that the disclosure is too 

vague or incomplete to practice the invention?
– As a professor grading a paper: Is it accurate?  Are there logical 

gaps?  Are the terms properly defined?  Anything missing?  Is it 
clear what is inventive vs. comparative?

– Are there one or more pending related applications that you can 
claim priority to? 2019 Copyright
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Patent Application Preparation 
Inventor Assistance

• Critically Read the Claims
– Read and question the claim language
– As a competitor: How could you work around the 

claims?
– As a patent Examiner: Is it novel and non-obvious?
– As a skilled third party: Is it ambiguous? Does it make 

sense? Is it consistent with the rest of the application?
• Full Disclosure to the Attorneys

– Relevant references
– “Bad” data

• Err on the side of giving too much info, not too little
• Remember that the duty to disclose (to be reviewed) 

continues during the entire prosecution process
• Discuss inventorship questions with the attorney

2019 Copyright
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Patent Prosecution
Steps in Process

• Initial Filing by applicant
– Provisional or regular application along with filing fee and other 

formalities documentation.
– Oath/Declaration, Information disclosure statement, assignment. 

• Formalities reviewed by USPTO
– Filing date accorded if specification, drawings (as required) and 

at least one claim (regular application)
– Notice of missing parts
– Assigned to art unit for examination

• Search And Examination by USPTO
– Two or more independent and distinct inventions in a single 

applicationRestriction requirement
– Rejection/Objection to specification, drawings and claims
– 1st Office action issued by Examiner
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Patent Prosecution
Steps in Process

• Response to 1st Office action by Applicant
– Respond to restriction requirement  Elect claims to prosecute and 

withdraw from prosecution non-elected claims
– Argue against objections/rejections
– Amend with regard to objection/rejections

• Response to 2nd Office action by Applicant
– If Final Office action, options are more limited.
– Amend with regard to objection/rejections.
– Argue against objections/rejections.
– File a Notice of Appeal 
– Refile as a continuation application (Request for Continued Exam)

• Notice of Allowance by USPTO
• Review of allowance by Applicant.

– Decision to file divisional application to the non-elected claims
– Supplemental Duty of Disclosure Form completed by inventors 
– Payment of Issue Fee   

• Patent Issues
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Patent Prosecution 
Inventor Assistance

• Read over the Office action, and prior art references cited.
• Focus on the specification and drawings of prior art relative to 102 

and 103 rejections.
• Look for distinctions between prior art cited and application claims 

– Are all elements of independent claims satisfied by 
references?

– Can an argument be made to distinguish claims over prior art?
– Can the independent claims be amended to include a feature 

not taught or suggested by prior art?
• Are any secondary considerations to patentability applicable.

– Unexpected results, commercial success, long felt need, failure 
of others, etc.

• Read over the draft response to the Office action for technical 
correctness 

• Respond promptly to attorney questions as responses to Office 
actions are deadline driven.
– 3-mos. w/o paying extension fees and 6-mos. w/extension 

fees.
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Patent Prosecution 
Inventor Assistance

Arguments Examiners Like:
• The problem and solution were not recognized.
• It would not be obvious to combine the references 

because:
– the combination of references would not work
– one skilled in the art would not see a reason to 

combine the references
– One reference “teaches away” from the technical 

merits of the other reference.
• The combination still does not make the invention
• Our results were surprising because...
• The Examiner misinterpreted the reference 
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Patent Prosecution 
Inventor Assistance

Arguments Examiners Ignore:
• The prior art reference is invalid (irrelevant)
• The prior art claims... (irrelevant)
• The prior art does not claim our 

invention…(irrelevant)
• Their commercial process never worked right 

(irrelevant)
• I don’t believe their disclosure (irrelevant)
• Our product/process is cheaper (irrelevant)
• None of their examples show... (irrelevant)
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Patent Prosecution
How to get a strong patent

• Broad Disclosure for Defensive Publication
– Best mode is disclosed

• Claims Consistent with Business Objectives
• Inventorship is accurate
• All known material prior art references disclosed 
• Invention not publicly disclosed, offered for sale, 

or secretly used for more than 1-year prior to 
filing date.
– No 1-year “grace” period outside the U. S.
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Patent Prosecution
How to get an invalid patent

• Use The Invention (Even Secretly) For More 
Than 1 Year Before Filing Patent Application
– Trade Secrets Can Not Become Patents (after 1 year)

• Disclose the Invention to Your Customers 
Without an Adequate Secrecy Agreement

• Fail to Disclose Relevant References
– Any time before patent issues
– Disclose to the handling attorney 

• Fail to Disclose the Best Mode
– No “secret ingredients” or “secret steps”
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